THL'S OPI NI ON WAS NOT__WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 19

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte GUNTER G FUSS

Appeal No. 96-0501
Appl i cation 08/101, 499?

ON BRI EF

Bef ore CALVERT, GARRI S and FRANKFORT, Adm ni strative Patent
Judges.

CALVERT, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe examner’'s refusal to allow
claims 8, 24, 25 and 30 to 36, the only clainms remaining in the

appl i cation.

1 Application for patent filed August 2, 1993.
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The clains on appeal are drawn to a packing device, a
cushion for use in packaging an article, and a nethod of
packagi ng.

The references applied by the examner in rejecting the

appeal ed cl ai ns are:

Hol den 3,188, 264 June 8, 1965
G anakos et al. (G anakos) 3, 389, 195 June 18, 1968
Bauman 3,412,521 Nov. 26, 1968
At ki ns D 255, 661 July 1, 1980
Wi ght 4, 640, 080 Feb. 3, 1987
Boer i 5, 151, 312 Sept. 29, 1992
St arcevi ch 5,186, 990 Feb. 16, 1993

The cl ains on appeal stand rejected under 35 U. S.C 103 as
fol |l ows:

(1) dainms 8 24 and 30 to 33, unpatentable over Bauman in
view of Wight alone, or further in view of Boeri or Starcevich.

(2) daim?25, unpatentable over the references as applied in
rejection (1), further in view of Hol den or Atkins.

(3) Cainms 34 to 36, unpatentable over the references as
applied in rejection (1), further in view of G anakos.

(4) Cdaim 34, unpatentable over G anakos alone, or in view

of Boeri or Starcevich.
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Rej ection (1)

W will first consider this rejection wwth regard to claim
8, which reads:

8. A packing device conprising:

a contai ner;

an article disposed within the container; and

at | east one cushioning device di sposed in the container
with the article, each such cushioning device having a seal ed
fl exi ble enclosure fabricated of a water sol ubl e bi odegradabl e
material, and a nultitude of individual particles of water
sol ubl e bi odegradable fill material within the enclosure, said
encl osure having a confornmabl e external surface which engages the
article and a wall which serves as a protective barrier to keep

the fill material out of direct contact wwth the article, the
pressure within the enclosure being | ower than the pressure
outside the enclosure so that the fill material is conpressed to

a volunme on the order of 20 to 80 percent of the unconpressed
vol unme of said nmateri al

The examner’s position with regard to this rejectionis, in
essence, that (answer, page 3):

It woul d have been obvious to use a
mul titude of particles and to provide the
volunme ratio as taught by Wight in the package
and net hod of Bauman ‘521 to allow the user to
control the anpunt of conpression and to all ow
the cushion to nore closely conformto the

cont ents.
As for the requirenent that the enclosure and fill material both
be a “water sol ubl e biodegradable material,” the exam ner asserts

that (answer, page 4):
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It woul d have been obvious to one having
ordinary skill in the art at the tinme the

i nvention was made to sel ect a bi odegradabl e

pl astic enclosure, since it has been held to be
within the general skill of a worker in the art
to select a known material on the basis of its
suitability for the intended use as a matter of
obvi ous design choice and due to environnent al
concerns it would have been obvious to select a
bi odegr adabl e encl osure material. 1In re
Leshin, [277 F.2d 197, 199,]125 USPQ 416 [, 417-
18 (CCPA 1960).]

Al ternatively, the exam ner states (id.):

Boeri or Starcevich teaches the use of water

sol ubl e and bi odegradable materials for filler

material. It would have been obvious to use

wat er sol ubl e and bi odegradabl e materials for

filler material as taught by Boeri or

Starcevich for the filler material in the

package of Bauman ‘521 as nodified above to

al | ow easy di sposal of the packagi ng contents

wi t hout damage to the environnent.

Appel I ant contends in both the brief and reply brief that
nei t her Bauman nor Wi ght teaches or suggests that both the
enclosure and fill material be made of water sol uble
bi odegradabl e material, and that neither Boeri or Starcevich
suggests using biodegradable fill materials in conbination with a
bi odegr adabl e and/ or water sol uble enclosure. Appellant asserts
that the exam ner is engaging in inpermssible hindsight
reconstruction of his invention.

We note initially that claim8 recites an encl osure “havi ng

a conformabl e external surface which engages the article and a
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wal | which serves as a protective barrier to keep the fil
material out of direct contact with the article” (enphasis
added). The other independent clains, 30, 33 and 34, contain
simlar |anguage. This |anguage is sonewhat m sl eadi ng, since
the use of the word “and” inplies that the claimis drawn to a
doubl e-wal | ed encl osure having a first wall as the “external
surface” and a second wall as the “protective barrier.” However,
we do not find a disclosure of any such doubl e-wal | ed encl osure
in the application, and therefore will construe the clains as
calling for an enclosure having a wall which is both the
“external surface” and the “protective barrier” recited in the
cl ai ns.

Turning to the references applied against claim8, we find
in Wight at col. 7, line 33 to col. 8, line 58 a disclosure of
apparatus neeting all the limtations recited in claim8, except
for the use of “water sol uble biodegradable material.” Thus,
Wi ght discloses a container or “first packagi ng encl osure” (col.
7, line 34), an article in the container (col. 8, line 7), and
pl ural cushi oni ng devices or “second packagi ng encl osures” (col.
7, line 35) which are seal ed flexible enclosures containing
i ndi vidual particles (col. 7, lines 49 to 52 and 65), the

pressure within the encl osures bei ng subat nospheric with the fil
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conpressed from about 90 to about 40 percent of its original
vol une (col. 8, lines 16 to 39).

The Starcevich patent discloses that packaging materials
such as beads or discs which are made from petrol eum based
products as polystyrene, styrofoam etc., present a disposal and
environnental problemin that they are not readily degradabl e
(col. 1, lines 15 to 25). The patent therefore suggests as an
alternative the use of a water sol ubl e bi odegradabl e packagi ng
and cushioning material consisting of expanded fill particles
made fromgrain, such as corn, wheat or rice. In view of the

Starcevich patent, we consider that it would have been obvious to

one of ordinary skill in the art to utilize the water sol uble
bi odegradable fill particles disclosed by Starcevich instead of
the petrol eum based fill materials disclosed by Wight at col. 4,

line 34, et seq. Contrary to appellant’s argunents, such
substitution woul d not constitute inperm ssible hindsight
reconstruction, but rather the application of a clear teaching in
the prior art in order to solve a problemarising fromuse of the
appar atus di scl osed by Wi ght.

Mor eover, we consider that it would have been obvious to
utilize a water-soluble biodegradable material as the material of
t he “second packagi ng encl osures” di sclosed by Wight. Wight

di scl oses that the second enclosures may be “[a]ny polyneric
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resin capable of formng a filnm and neeting the requirenents of
bei ng capable of (1) being sealed and (2) naintaining an internal
vacuum for a sufficient length of time (col. 3, lines 48 to 55
and col. 4, lines 1 to 14). W take official notice? of the fact
t hat nost plastic bags on the market for trash, storage, etc. are
made of bi odegradable materials, and refer again to Starcevich's
di scl osure of the desirability of maki ng packagi ng materials out
of a water-sol ubl e bi odegradabl e substance. 1In addition to these
suggestions in the prior art, it is a matter of comon know edge
in this time of heightened environnental consciousness that it is
desi rabl e, whenever possible, to nmake itens which will ultimtely
be di sposed of out of biodegradable materials. The question of
obvi ousness cannot be determ ned in a vacuum but rather those
skilled in the art nust be presuned to know sonet hi ng about the

art apart fromwhat the references disclose, In re Jacoby, 309

F.2d 513, 516, 135 USPQ 317, 319 (CCPA 1962), and obvi ousness may
be based on common know edge and the commobn sense of one of
ordinary skill in the art, wthout any specific hint or

suggestion in a particular reference. 1n re Bozek, 416 F. 2d

1385, 1390, 163 USPQ 545, 549 (CCPA 1969). Accordingly, we

consi der that one of ordinary skill in the art would have found

2 See Inre Anhlert, 424 F.2d 1088, 1091-1092, 165 USPQ 418,
420-21 (CCPA 1970).
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it obvious to enploy for the filmof the second encl osure of
Wight a polynmer which is water-sol uble and bi odegradabl e.
In view of the foregoing, we conclude that the subject

matter recited in claim8 would have been prinma facie obvi ous

over the applied prior art.

Caim?24 falls with its parent claim8, inasnuch as the fil
mat eri al disclosed by Starcevich is “starch based,” as recited.
Caim30 is drawn to a cushion for use in packagi ng an
article, and does not recite that the bi odegradable material is
wat er soluble. W conclude that it is unpatentable for the sane

reasons as claim 8.

Claim3l recites that the fill material consists of, inter
alia, “plant fibers.” This [imtation reads on the grain
di scl osed by Starcevich.

Claim32 recites that the enclosure material is selected
fromone of various biodegradable materials. Since we consider
that it would have been obvious to make the second encl osure of
Wight out of a film of a biodegradable polynmer, we further
consider that it would have been obvious to select a known

pol ymer for that purpose. 1In re Leshin, supra.

Claim33 is drawmn to a nethod of packaging an article in a
container. All the steps thereof are generally disclosed by
Wight at col. 7, line 33 to col. 8, line 39, except that (i) the
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materials of the enclosures and fill are not biodegradabl e, and
(i1) the enclosures are conpressed after being placed in the
container, rather than before. As for (i), we consider the use
of bi odegradable materials to have been obvious, for the reasons
di scussed above. As for (ii), it would seemto have been an
obvi ous matter of choice whether the encl osures were conpressed
before or after being placed in the container, and in any event,
such pre-conpression (pre-evacuation) wul d have been obvious in
vi ew of Bauman’s di scl osure of placing conpressed packi ng bags
into a container around an article 16 (col. 3, lines 5 to 21).
Accordingly, rejection (1) will be sustained.

Rej ection (2)

Claim 25 reads:

25. A cushion as in claim8, wherein the particles of
fill material have an interlocking shape which reduces mgration
of the particles.

The exam ner finds claim?25 to be unpatentabl e over the
conbi nation of references applied in rejection (1), in view of
Hol den or At ki ns.

Hol den di scl oses | oose fill packing material of resilient
t hernopl astic foamparticles which are made in an interl ocking

configuration. The patent teaches that the purpose of the

interlocking shape is “in order to prevent settling of the
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packagi ng material due to relative novenent between adj acent
menbers in contact with one another” (col. 1, lines 56 to 60).

We consider this rejection to be well taken. Holden's

di scl osure of the advantages of interlocking fill particles would
readi |y have suggested to one of ordinary skill in the art the
use of particles of such shape for the fill particles of Wight.

Rejection (2) wll be sustained.

Rejections (3) and (4)

Cl ai m 34 reads:

34. In a method of packaging an article in a
contai ner, the steps of:

placing a nultitude of particles of biodegradable fill
mat erial which in the aggregate forma conpressible body in a
fl exi bl e enclosure of biodegradable material which has an
external surface for engagenent with the article and a wall which
serves as a protective barrier to keep the fill material out of
direct contact with the article;

conpressing the body of fill material outside the container
to a shape corresponding to the contour of the article and the
interior of the container; and

pl aci ng the conpressed body of fill material and the article
into the container with the external surface of the encl osure
engaging the article and the wall of the enclosure isolating the
article fromdirect contact with the fill material.

The rejection of claim 34 as unpatentable over G anakos in
vi ew of Boeri or Starcevich was a new ground of rejection nmade in
the examner’'s answer. |In response, the appellant filed a reply

brief and an “Amendnent Under Rule 193(b)” (Paper No. 16),
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amendi ng cl ai m 34 by changing “nol ding” to --conpressing-- and
“nmol ded” to --conpressed--.

The exam ner then issued an advisory action (Paper No. 18)
stating that the reply brief “has been entered and consi dered,”
but not nentioning the amendnent. However, in the margin of the
amendnent is the handwitten notation “Do Not Enter/NDP
10/ 19/ 95.”

Under the provisions of 37 CFR 8 1.193(b), the appellant’s
reply to a new ground of rejection “nmay be acconpani ed by any
anendnent or nmaterial appropriate to the new ground,” and an
amendnent limted to the new ground of rejection is entitled to
entry. MPEP 8§ 1208.03. Appellant was therefore entitled to have
t he amendnent of claim 34 entered. Also, since appellant
di scussed the effect of the amendnent in the reply brief (e.g.,
in part 5 on page 9), it was inconsistent for the examner to
state in Paper No. 18 that the reply brief had been consi dered
while at the sane tinme denying entry of the amendnent (but not
communi cating the denial of entry to the appellant). Under the
circunstances, we will treat the case as if the “Amendnent Under
Rul e 193(b)” had been entered, and proceed on that basis.

In both rejection (3) and rejection (4), the exam ner relies
on G anakos for its disclosure of nolding an envel ope of filler
material prior to packaging. However, as appellant points out,
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claim 34 as anended now calls for the body of fill material to be
conpressed outside the container to a shape corresponding to the
contour of the article, whereas in G anakos the fill material is
expanded to that shape. W therefore conclude that even if

G anakos were applied in the manner proposed by the exam ner, al
the limtations of anended claim 34 (and therefore of dependent
claims 35 and 36) would not be nmet. Rejections (3) and (4) wll

t heref ore not be sustai ned.

Rej ection Under 37 CFR 1.196(b)

Pursuant to 37 CFR 1.196(b), clains 25, 31 and 32 are
rejected for failure to conply with the second paragraph of
35 U S C§ 112.3

The test for conpliance with 8112, second paragraph, is

Whet her the clai m|anguage, when read by a

person of ordinary skill in the art in |ight of

t he specification, describes the subject matter

with sufficient precision that the bounds of

the cl ai ned subject nmatter are distinct.

In re Merat, 519 F.2d 1390, 1396, 186 USPQ 471, 476 (CCPA 1975).

The preanble of claim25 recites “A cushion as in Caim8§8,”
whil e the preanble of claim8 recites “A packing device

conprising:.” Setting aside the fact that the term“cushion” in

3 Although under sone circunstances |ack of conpliance with
8 112, second paragraph, may preclude consideration of a
rejection under 8103, that is not the case here. Cf. Ex parte
Saceman, 27 USPQR2d 1472, 1474 (Bd. Pat. App. & Int. 1993).
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claim 25 | acks antecedent basis, this difference between the
preanbl es of the clainms raises the question of whether claim?25
is intended to be a further limtation on the conbination recited
inits parent claim@8, or whether it is drawn to the
subconbi nati on of the “cushion” [sic: cushioning device] recited
in claim8. This uncertainty renders the bounds of the clained
subj ect matter indistinct.

Li kewi se, the preanbles of clains 31 and 32 each recite “A
packi ng device as in Caim30," while the preanble of claim30
recites “In a cushion.” There being no “packing device” recited
inclaim30, it is not clear what apparatus clains 31 and 32 are
i ntended to enconpass; is it only the cushion of claim30, or the
container and article as well?

Concl usi on

The exam ner’s decision to reject clains 8, 24, 25, and 30
to 33 is affirned, and to reject clains 34 to 36 is reversed.
Clainms 25, 31 and 32 are rejected pursuant to 37 CFR § 1.196(Db).

Any request for reconsideration or nodification of this
deci sion by the Board of Patent Appeals and Interferences based
upon the sanme record nmust be filed within one nonth fromthe date
hereof. 37 CFR § 1.197.

Wth respect to the new rejection under 37 CFR
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8 1.196(b), should appellant elect the alternate option under
that rule to prosecute further before the Primary Exam ner by way
of amendnent or showi ng of facts, or both, not previously of
record, a shortened statutory period for making such response is
hereby set to expire two nonths fromthe date of this decision
In the event appellant elects this alternate option, in order to
preserve the right to seek review under 35 U . S.C. 88 141 or 145
with respect to the affirmed rejections, the effective date of
the affirmance is deferred until conclusion of the prosecution
before the exam ner unless, as a nere incident to the limted
prosecution, the affirnmed rejection is overcone.

| f the appellant el ects prosecution before the exam ner and
this does not result in allowance of the application, abandonnent
or a second appeal, this case should be returned to us for final
action on the affirnmed rejections, including any tinely request
for reconsideration thereof.

No time period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR
§ 1.136(a).

AFFI RVED- | N-PART: 37 CFR 8 1.196(b)

| AN A. CALVERT )
Adm ni strative Patent Judge )
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)
BRADLEY R GARRI S
BOARD OF PATENT
Adm ni strative Patent Judge

)
)

)
CHARLES E. FRANKFORT
Adm ni strative Patent Judge

FIl ehr, Hohbach, Test, Al britton

& Her bert
Suite 3400, Four Enbarcadero Center
San Franci sco, CA 94111
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